
Vol. XX., ~o. 21.J AND TRADE MARK CASES. 50~

Anglo-Swiss Condensed Milk Company v. Pearke.Uunston, and Tee, Ld,
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IN THE HIGH COURT OF JUSTICE-CHANCERY DIVISION.

Before MR. JUSTICE JOYCE.

Ma~y 12th, 13th, 14th, and 28th, 190Z.

5

ANGLO-SWISS CONDENSED MILK COMPANY v. PEARKS, GUNSTON,

AND TEE, LD.

IN 'rHE MATTF'R OF THE TRADE MARKS Nos. 15,920 AND 238,790 OF THE

ANGLO-SWISS CONDENSED MILK COMPANY.

Action for inf'rinqement of Trade Marks and for passing off.-Motion to
rectify by ezciusion of certain goods.-No intention to use Trade Mark for such

10 goods.-11!lark common to the trade.-Action dismissed.-Order for rectification
of Register.

In 1878 a C01npany registered a Trade Mark, consisting of a figure of a
milkmaid with the words "Milkmaid Brand," in Class 42, for eubstancee
u-sed as food or ingredients in food, with the exception of certain goods, not

15 including butter in sucb exceptions. In 1901 the same Company registered
another Trade Mark consisting ofa sl1:ghtly different figure of a milkmaid
with the same words for the 'whole of Class 42. The Company had also other
Trade Marks with the figure oj a milkmaid in them, but not for butter. Their
principal trade was in condensed mille, and they never traded in butter in the

20 United Kingdom until May 1901, although they hadjormed the intention of so
. tradin.g in 1897, and had traded abroad in butter. In 1902 they commenced an

action against another Company for infrinqemeni oj, in particular, the Trade
2 T
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Marks of 1878 and 1901, and for passing-off, and if} it complained of the use by
the Defendants of coloured posters and handbills having thereon the figure of a
milkmaid with the Defendants' trade name prominently thereon and theioords
" Milk Blended Butter" ; theseposters and handbills icere first used in November
1901. The Plaintiffs alleged that they had a reputation in carious articles of 5
dairy produce under the brand of a milkmaid, and that the posters were
calculated to lead persons to believe that the butter to which they referred was
the Plaintiffs' butter. The Plaintiffs had only a small retail trade in butter,
and used only the 1901 Trade Mark, and not that of 1878, in connection with
such trade. The Defendants had a very large retail trade in their milk 10
blended butte:_ They denied infringement and passing ojJ, and moved to
ezeiude butter from the goods for which the Trade Marks were registered on
the grounds that the Plaintiffs had never used or intended to use the 1878 Trade
Markfor butter, and that in 1901 a milkmaid was common to the trade. The
action and motion were heard together. 15

Held, that the action failed as to passing off, and that the Register must be
rectified so as to exclude butter from the goodsfor which the Trade Marks were
registered, on the ground, as to the 1878 Trade Mark, that there had been no
"real intention to use it for butter, and, as to the 1901 Trade Mark, that at the
date of its registration the device of a milkn~aid was common to the butter 20
trade. The action was dismissed, and an Order made for rectification in the
manner mentioned.

On the 17th of December 1878, Charles Terry Sparks, manager in England
of the Anqto-Sioiss Condensed Milk Oompany (hereinafter referred to as the
S-wiss Company), applied on their behalf for the registration of a Trade Mark, 25
which is shown below, in Class 42, for substances used as food or as ingredients

in food, except condensed milks, coffee and milk, chocolate and milk, and .
essence of coffee. No user before the 13th of-August 1875 was claimed. Th.is
mark was registered under No. 15,920. On the 12th of June 1901 the Swiss
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Oompany applied for the registration of another Trade Mark, which is shown
below, in Class 42, for substances used as food or as ingredients in food. This
mark was registered under No. 238,790. On the 16th of June 1902 the Swiss

MILKMA~O

BRAND.

Company commenced an action against Pearks, Gunston and Tee, Ld., claiming
5 an injunction to restrain infringement of the above-mentioned Trade Marks

and of three others, or any of them, and from sellingvoffering for sale, or
passing off, or' enabling others to sell or pass off, goods not of the Plaintiffs'
manufacture or merchandise as or for the Plaintiffs' goods by the use of the
representation of a milkmaid, or any device only colourablydiffering from the

10 Plaintiffs' said Trade Marks, or by the use of any device enabling the
Defendants' goods to be described or called "Milkmaid Brand," and for other
relief.

The short particulars of the three other Trade Marks mentioned in the writ,
but of which infringement was not alleged at the trial (not being registered for

15 butter) are as follows :-·(1) No. 8831, registered on the 26th of August 1876 as
an old mark, consisting only of the representation of a milkmaid contained' in
Trade Mark No. 15,920, and registered for condensed milks, coffee and milk,
chocolate and milk, and essence of coffee; (2) NOt 1~9,720, registered on the
9th of September 1895 for the same goods as No. 8831, and being the same as

20 Trade Mark No. 238,790; (3) No. 189,891, registered on the 18th of September
1895, and being the same as, and for the same goods as, the last mentioned mark,
except that the words" Milkmaid Brand " were omitted.

The Plaintiffs, by their Statement of Claim, alleged (1) that they were a
Company incorporated under the laws of SWitzerland, and carried on an old

25 established business as manufacturers and vendors of condensed milk and
milk products, with factories in Switzerland, England, Bavaria, and Norway,
and offices at 10, Mark Lane, in the city of London, and also in Switzerland,
and that their business was believed to be the largest of the kind in the world;
and that for many years past an important branch of the Plaintiffs' business had

30 consisted in the manufacture and sale of butter; (~) that for 35 years past or
thereabouts, the Plaintiffs had used as the distinguishing mark of their goods a
Trade .Mark representing a figure of a milkmaid, the same being in many cases
accompanied by the words" Milkmaid," or "Milkmaid Brand," and they had
also frequently used the words" Milkmaid," or .. , Milkmaid Brand," without

35 the figure; that in the case of butter the said device was stamped upon the
2 T 2
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butter itself, and was also used upon wrappers, show-cards, and in other ways;
(3) that the Plaintiffs were the proprietors of the afor-said five Trade Marks;
(4) that during many years the Plaintiffs had expended very large sums
of money in advertising their said goods under the name 'It Milkmaid" or
" Milkmaid Brand," and usually in connection with their said device, in the 5
United Kingdom and in various foreign countries, and by reason of the
distinctiveness of the Plaintiffs' said name and brand, and of the inherent
merits of their goods and of such expenditure as aforesaid, the Plaintiffs' said
goods were thoroughly well known in the United Kingdom and in most parts
of the world under the name "Milkmaid," or "Milkmaid Brand," and in 10
conjunction with the representation of a milkmaid; that the said name and
device were exclusively applied to the Plaintiffs' goods, and were associated and
identified with them, and that anyone who asked for or ordered any such
goods under either of the names aforesaid, or under the device aforesaid,
intended and expected to receive the Plaintiff's' goods and no other; (5) that 15
the Defendants were a limited Company carrying on business at 6 Bayer Street,
Golden Lane, in the city of London, and elsewhere, as dealers in goods similar
to those manufactured and sold by the Plaintiffs; that the Defendants began,
for the first time a few months ago, to use a representation of a milkmaid in
advertisements relating to their butter, and they had very recently begun to use 20
the said device in the shops in which their butter was sold and in connection
with the sale of their butter, so as to represent that the same was "Milkmaid
" Butter," or in other words the Plaintiffs' butter; that the Defendants were,
moreover, taking advantage of such device to supply their own butter in
response to the orders for '~Milkmaid Butter," or in other words for the 25
Plaintiffs' butter; (6) that the Defendants were, in manner aforesaid, repre
senting that their butter was 'It Milkmaid Butter," and they were causing the
same to be bought and sold by the same name by which the Plaintiffs' butter
and other milk products were bought and sold, and they had, by such means as
aforesaid, been making profits which ought to belong to the Plaintiffs, and 30
causing damage and injury to the Plaintiffs, and that unless they were restrained
the public would be deceived and the Plaintiffs further injured.

The Defendants by their Defence alleged-(l) that they had not i.nfringed
the said Trade Marks or any of them; (2) that the Defendants had not
passed off or attempted to pass off any butter of their manufacture or mercban- 35
dise as the butter of the Plaintiffs; (3) that the Defendants, who sold butter of
their manufacture and merchandise under the name" Milk Blended Butter,"
had for the purposes of advertisement and shop display used pictures in which
there was a figure of a milkmaid with the words '<Pearks' Milk Blended
" Butter" clearly printed thereon; that the use of pictures, statuettes, and 40
drawings of or containing a milkmaid was common to the trade, and the use of
the said advertisements and pictures did not, and had not, and could not, pass off
any butter of the Defendants as and for the butter of the Plaintiffs, and did not
lead, and had not led, to the description of the Defendants' butter as " Milkmaid
" Butter." As instances of such common general user of the figure and device 45
of a milkmaid in the trade in connection with dairy produce, the Defendants
would refer to figures, posters, and handbills in use by, amongst others, the
proprietors of Nestle's Swiss Milk and their customers throughout the trade,
the Danish Dairy Compan,y at their branches throughout the realm, the Dairy
S,ltpply Oompany and thoir customers throughout the trade, Coopman and 50
Young, of John Street, London, and their customers throughout the trade;
(4) that the Plaintiffs had not as an important or any branch of their business in
this realm any business as manufacturers or sellers of butter; that the Plaintiffs
had no reputation in this realm for butter of their manufacture or merchandise
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under the title or description of "Milkmaid Butter" or at all, and that the
title "Milkmaid Butter" was entirely unknown in this realm, and no butter
was sold by the Plaintiffs upon which, or the wrappers of which, or the show
cards of which the mark of a milkmaid or the words" Milkmaid" or " Milkmaid

5 ,. Brand" were used; (5) that the Defendants had not supplied and did not
supply in answer to orders for ,-Milkmaid Butter" butter of their manufacture
or merchandise; if any orders were given for" Milkmaid Butter," which WaS
not admitted, such orders did not mean and would not be understood to mean
butter of the Plaintiffs' manufacture or merchandise; (6) that the Defendants

10 admitted that the Plaintiffs had a large business in condensed milk mixed with
coffee, cocoa, and chocolate, and that in respect of such goods the Plaintiffs
had a reputation in connection with the words "Milkmaid" and "lvlilkmaid
"Brand"; save in respect of such goods the Defendants denied that the
Plaintiffs had any reputation in connection with the said word or words;

15 (7) that if the Plaintiffs had any reputation in connection with the sale of
butters of their manufacture or merchandise in connection with the device of a
milkmaid or the words "Milkmaid" or" Milkmaid Brand," which was wholly
denied, they were not entitled to restrain the Defendants from the acts therein
before admitted by reason that the Plaintiffs had for a long period been acquainted

20 with the conduct of the Defendants now complained of and the common general
use of the device of a milkmaid by the trade, and had acquiesced therein, and
had by their laches lost their rights, if any, to restrain the Defendants from the
continuance of the said acts; (8) save as therein admitted the Defendants
denied each and every of the allegations in the Statement of Olaim as if the

25 same were specifically denied.
Pursuant to an Order of the Oourt of the 8th of December 1902, the Defen

dants gave further and better Particulars of paragraphs 3 and 7 of the
Defence which alleged the use by Henru Nestle of a picture or drawing A of
a milkmaid during the years 1891 to 1902 for condensed milk, by the Danish

30 DCtiry OomlJany of pictures or drawings B, B! and B2 of a milkmaid during
the years 1900 to 1902 for butter, by Coopman and Young of a picture or
drawing C of a milkmaid during the years 1893 to 1902 for margarine mixture,
by the Dairi) SUP1Jly Oompany of a picture and drawing D, D! shown
in their catalogue of a milkmaid statuette for. dairy produce shown in the 1900:'"

;\5 l~Ol catalogue, but the Defendants had no knowledge how long the same had
been in use, by the Welsh Dairy, Birmingham, of the picture E of a milkmaid
for dairy produce displayed on a mirror forming the side of the passage
entrance to the dairy shop, displayed during the year 1902, the Defendants
having no knowledge for how long before it had been used, by the J.lIaypole

40 Dairy Companu of pictures or posters of a milkmaid F for dairy produce used
with trifling variations during the years 1891 to 1902. The Particulars further
alleged as to figures, posters, and handbills, the use by Henry Nestle O·I posters
G during the years 1891 to .1902, by the Danish. Dairy Compamu of handbills B,
B! and B2 during the years 1900 to 1902, by the Dairu SUjJply Co'mpany of a

45 figure D shown in the current catalogue for 1900 to 1902, by Coopman and
Young of a figure C used from 1893 to the time of the Particulars. Particulars
were also given as to acquiescence and laches, Further particulars of common
use were subsequently delivered.

On the 3rd of February 1903 the Defendants gave notice of motion for an
50 Order to rectify the Register of Trade Marks by romovmg therefrom the Trade

Marks Nos. 1[,,290 and 238,790, or alternatively by inserting therein a disclaiming
note limiting the claim in respect of such marks to substances other than butter.
The following particulars of the grounds for rectification were delivered ;
" (1) Both the said marks are registered for substances used as food or as
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" ingredients in food. Such substances include milk, butter, cream, and dairy
" produce generally. Both the said marks are common marks in general use in
" the dairy trade in connection with butter, cream, milk, and dairy produce
"generally. The Applicants intend to allege particularly 'that figures, handbills,
" and posters, in which there are pictures, statuettes, and drawings of a milkmaid, 5
" are in use by the proprietors of-(a) Nestle's Swiss Milk and their customers ;
" (b) the Danish Dairy Oompany at their branches throughout the realm; (c)
" the Dairy Supply aon~pany and their customers throughout the trade; (d)
." Ooopman and Young, of John Street, London, and their customers throughout
" the trade. (2) The Applicants intend to allege further that the Respondents ]0
" have not used their said marks or either of the same upon butter, milk, cream,
" or dairy produce generally, and to ask for an Order for the rectification of the
" Register relating to both the said marks in accordance with the facts alleged in
" paragraphs 1 and 2 hereof." [The Particulars delivered in the action were
also referred to.] 15

A representation of the Defendants poster complained of by the Plaintiffs will
be found on the opposite page. In the poster as used. the g-round was blue.

.The milkmaid's gown was pink. The stool and pail were coloured brown, The
words "Pearks" and" Butter" were in yellow and" Milk Blended" in white.
It was stated that a well-known lady had given a sitting for the original picture, 20
which was produced at the trial. The use made by the Defendants of the
poster was to hang it framed in their shops above the butter on the counter;
below the poster and above the butter there was usually hung a notice
descriptive of the way in which the Defendants' butter was made. There was
also a smaller poster or handbill similar to the one above described except in 25
respect of size, but it was stated that the issue of these was in 1901 and that
they had been used up. The Plaintiffs also put in evidence an advertisement
by the Defendants in the" Brighton and Hove Times."

It appeared from the evidence that the Plaintiffs' reputation was principally
in connection with condensed milk, and their" Milkmaid " Trade Marks and 30
"Milkmaid Brand" were very extensively known in connection with that
trade, but that, although they had traded abroad in butter, they first formed the
~ntention of trading in butter in the United Kingdom about 1897, and they
actually commenced to trade in it in May 1901, on the completion of their
factory at Kensal Road, but such trade was retail and principally in that 35
locality and was of comparatively small. amount; the Plaintiffs had not used
their Trade Mark No. 15,920 in connection with butter, but had so used their
'I'rade Mark No 238,790 on wrappers, bill-heads, -and other documents, the
butter itself having the figure of the milkmaid stamped on it, but without the
words "Milkmaid Brand." The Plaintiffs called evidence to show a close 40
connection between the milk and butter trades. It was shown that the
Defendants had 200 shops in this country, and their annual sale of butter
was about 400,OOOl. a year; their "Milk-Blended Butter" was butter im
ported from the colonies in a refrigerated state and afterwards re-churned
with milk. The evidence is further referred to below. 45

Neville, K.O., Hughes, K.O., and L. B. Sebastian. (instructed by McKenna &
00.) appeared for the Plaintiffs; Bousfield, K.C., A. J. Walter, and W.
Frampton (instructed by W. B. Styer) appeared for the Defendants: R. J.
Parker (instructed by the Solicitor to the Board of Trade) appeared for the
Comptroller-General. 50

Neville, K.C., opened the Plaintiffs' case.-The Plaintiffs have for many years
dealt largely in condensed milk, and have registered Trade Marks with the
figure of a milkmaid and the words "Milkmaid Brand." In 1901 they added
butter to their articles of business in this country and used the milkmaid for it,
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each pat of butter being stamped with the mark. [The particulars of the Trade
Marks Nos. 15,920 and 238,790 were stated.] In 1901 the Plaintiffs completed
a new factory at Kensal Road, and from the 12th of July 1901 they issued
butter in wrappers having their Trade Mark thereon; and later in the same

5 year they became aware that the Defendants were using a representation of a
milkmaid in connection with their goods, having large coloured placards with

such representation hanging up in their shops, and they also used smaller
coloured placards and also a black and white representation. Such use of a milk
maid is sufficient to be likely to cause the goods to be called" Milkmaid Brand."

10 Besides the two Trade Marks the Plaintiffs have other milkmaidTrade Marks
for articles in Class 42, and this is important.' The Plaintiffs will prove that they
have used" Milkmaid Brand" for milk products of various kinds, and that their
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articles are known by that name. So that although the use for butter has been
short, anyone seeing butter sold under a milkmaid brand would suppose that
it was sold by the owners of the other products sold under that name. [The
Defence was referred to and the Particulars.] [Bousfield, K.C.-Other instances
have come to the Defendants' knowledge very recently, and we shall ask to be 5
allowed to prove-them.] All the cases in the Particulars are of user since the
registration of the earlier mark, and afford, therefore, no answer. The Plaintiffs
have stopped infringement where they have been aware of it, and no number
of instances of infringement can give a right to infringe. The Defendants by
their motion seek to remove the two Trade Marks or to exclude butter, and the 10
same particulars of user are relied on. [Bousfield, I{.C.-We only ask to exclude
butter.] User by other people subsequent to the date of registration is imma
terial; there is no case in which a person has lost his Trade Mark for that
reason, even where he has failed to defend his rights, but that is not the case
here. The Defendants may say that the Trade Mark No. 15,920 ought to be 15
struck off as to butter, because there was no user for butter until long after
registration, and they may rely on Batt's Trade Marks (15 R.P.C. 262 and 534;
16 R.P.C. 411 ; L.R. (1898) 2 Ch. 432, and (1899) A.C. 428). But in the present
case the Plaintiffs had every intention of using the mark on all milk products
which they might make from time to time. 'I'he principle of Batt's case cannot 20
apply to a case where, when the Trade Mark is attacked, the proprietor has
already commenced to trade in the goods, for, if he went to register it again, the
Comptroller would refuse on the ground that the mark was already registered.
In Batt~ case the registration was for all the goods in Class 42, and the
proprietor had dealt in none of them. In very few cases does a trader deal in 25
all the goods for which he is registered. Eduiarde v. Dennis (L.R. 30 O. D.
454) turned partly on assignment. These cases do not apply where no one has
ever used the mark before the owner himself has begun to use it. Until someone
uses, or wants to do so, there is no person aggrieved. At the date of the
registration of Trade Mark No. 2~{8,970 the Plaintiffs had begun to use it. For 30
the purposes of an action for infringement use by the Defendants in connection
with the sale of the goods is sufficient without actual use as a Trade Mark, As
to the use of the name. I refer to Seia:o v. Prooezende (L.R.. 1 Ch. 192) ; Societe
Anonyme des Ve1"1'eries de l'Etoile (11 R.P.C. 142 ; L.R. (1894) 2 Ch. 26) ; Read
v. Richardson (45 L.T. N.S. 54). In this case reputation under the name will 35
be proved.

'I'he following witnesses gave evidence for the Plaintiffs:- W. T. Bilson,
their manager; A. E. McKay, of Parkins and Gotto's, who proved an order
from the Plaintiffs for wrappers for butter on the 12th of June 1901, and the
dispatch of such wrappers on the 28th of that month to 222, Kensal Road, the 40
Plaintiffs' butter factory; E. Dotosett, buyer for the Star Tea Company, Ld. ;
F. Hills, manager of the Plaintiffs' factory at Kensal Road ~ E. Gadd, grocer
and provision dealer at Stoke Newington; H. J. Stokes, grocer and provision
dealer at Wandsworth; A. S. Kinder. grocer and provision merchant at
Lewisham, and a director of Tricketts, Ld.; William Dunlop, a retired captain 45
of the merchant service, who had purchased the Plaintiffs' butter packed in
wrappers with a milkmaid on the wrapper, and spoke generally as to the
reputation of the Plaintiffs' goods and marks; H. Evans, manager of the
International Tea Company's Stores; R. J. White, grocer and provision dealer
at Battersea, who stated that he had asked for "Milkmaid Butter" at one of 50
the Defendants' shops and been given the Defendants' ,,, Milk Blended Butter,"
that the Defendants' poster-was hanging over the butter, and, in cross-examina
tion, that he saw one of their notices hanging up in the shop, and that the
butter had a wrapper on it with words as follows :-" Choicest butter blended
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" with pure English full-cream milk, whereby the percentage of water in the
" butter is increased to about 24 per cent., but this limit of percentage is not
"guaranteed. Pearks' butter, milk blended," with a statement as to weight;
C. Watson, assistant editor of the "Syren " newspaper; J. A. Lovelock, a clerk

5 in the Plaintiffs' employ, who stated that he was served with the Defendants'
butter at one of their shops in response to an order for " Milkmaid Butter" ;
F. A. 8. Gioatkin; articled clerk to the Plaintiffs' solicitors, who asked for
" Milkmaid Butter" at one of the Defendants' shops, and was asked by the
shopman whether he wanted milk-blended butter, and he then pointed to the

10 butter and said that he wanted that butter, and he received the Defendants'
butter; that he afterwards went to another of the Defendants' shops and asked
for" Milkmaid Butter" and received the Defendants'; in cross-examination,
that he knew that the Defendants generally had the notice R. J. "\V. 2, com:
mencing, "all butter sold at this establishment is 'Pearks' Blended Butter,' "

15 and describing the process, in their shops.
Hughes, K.C., in reply to JOYCE, J., stated that the Plaintiffs put their case

first on Trade Mark, and they submitted that if the Defendants failed in their
motion it was unnecessary to go into the passing-off case; but if the Defendants
succeeded in their motion then the Plaintiffs asked for judgment against

20 passing-off.
Bousfield, K.C., opened the Defendants' case.-No case of passing-off has

been made out; the instances in which witnesses have been served with the
Defendants' milk-blended butter on asking for" Milkmaid Butter" are un
important, one does not know how many attempts failed, moreover the

25 shopmen may have thought " milk made ,., butter was meant; the Defendants
always sell and advertise their butter as milk-blended. It is on the evidence
admitted that the Plaintiffs are not known to the trade as vendors of butter;
it is not in their price-list and is not introduced to the trade; the only
possibility of any passing-off would be in the neighbourhood of Kensal Road,

30 where the Plaintiffs' butter is to a slight extent known. Butter forms no real
part of the Plaintiffs' trade; their total sale is 720l. a year, and there is no
profit from it. The Defendants' trade in butter is about 360,0001. a year and it
is absurd to suppose that they should want to get any reputation of the
Plaintiffs. As to Trade Mark, a Trade Mark is a mark to be used in connection

35 with goods; a mere ornament is not a Trade Mark, and the use of it cannot be
infrtngement of Trade Mark (Rugby Portland Cement Oompany, Ld. v, Rugby
and Neuibold Portland Cement Company, Ld.,8 R.P.C. 241; 9 R.P.C. 46). Of
course, passing-off may be"connected with Trade Marks, but the use of a pictorial
advertisement cannot be infringement of a Trade Mark; the ordinary form of

40 injunction would not restrain that. So although a poster might be an important
element in a passing-off case, yet, if that fails here, the Plaintiffs cannot restrain
the use of the poster. As to the Trade Marks, in 1876 the Plaintiffs registered
the milkmaid as an old mark, and in 1878 they endeavoured by their regis
tration to extend their rights to all goods in class 4~; no trader has, however,

45 the right to register or keep a mark on the Register for goods in which he does
not trade or intend to trade. Butter should be excluded from the goods for
which the Trade Mark No. 15,9~0 is registered. The attempt here to narrow the
effect of Batt's case and Edwards v. Dennis is not justifiable; the latter case
was not decided on the point as to assignment only, but on the general principle

50 above stated. According to the judgment of Lindley, M.R., in Batt's case, a
definite and present intention to trade in the goods is necessary for a good
registration. There is no suggestion that the Plaintiffs ever meant to use any
mark in England for butter before 1896. If the Plaintiffs had, for instance,
since 1888, traded in butter under the mark, and no one had used it before that,
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their position at the present date might be all right; but, that is not the present
case. A milkmaid with reference to butter had become common to the trade in
1901 ; it had been used in advertisements, billheads, and generally in relation
to butter; the use of stamps for stamping butter with a milkmaid will be
proved in one instance for 15 years, and several other users will be proved. :>
The registration of the Trade Mark No. 238,790 was therefore also bad as to
butter.

The following witnesses were called on behalf of the Defendants, namely:-
J. Oausfield, managing director of the Defendant Company, who stated that the
Defendants had a poster for tea which had been very successful, and they 10
decided to have a companion one for butter, and they got the same people to
submit a design, who were only told that it was to have some connection with
butter, that the notice R. J. W. 1 was hangingTn the window of all the
Defendants' shops, and the notice R. J. W. 2 under the poster in every shop;
W. R. Youna, of Coopman; and Young, provision merchants, "Tho spoke as to 15
the use of a dairymaid for about 26 years on margarine; A. Lovell, an assistant
in the employ of Lovell and Ohristmas, Ld., wholesale provision merchants;
G. Raff, manager of the South. Down Creameries, Wimbledon, who said that a
milkmaid, without or with a cow, had been a common form of ornamental adver
tisement in connection with dairies, and produced a specimen of a bag in which 20
they had sold butter for 16 years, the bag having a milkmaid and a cow on it,
and produced also a stamp having a milkmaid on it, which they had used for
the same period; R. M. Fl. Robertson, director of DO'lson, Molle &; Co., Ld.,
general printers, J. S. Latham" manager of the dairy department of the Dairy
Supply Oornpany, who stated that they had sold stamps for butter with a dairy- 25
maid on them for 16 years; G. Palmer, manager of the Belqraoia Dairy Com
pdny, Ld., who stated that they had sold pats of butter stamped with a milk
maid since 18~8, and spoke of other uses of a milkmaid by his Company,
in particular on a billhead used in connection with butter; A. H. Branburn,
manager of the Dairy Outfit Compansj, Ld., who stated that since 1894 they 30
had sold china figures of a milkmaid to dairy shops, the sale amounting to
hundreds, and that since 1894 a milkmaid had been a common device on bill
heads and bags in connection with butters, eggs, and so forth, and that they sold
stamps also with the figure of amilkmaid on them for eight years; A. C. Mills,
of Mill« and Sparrow, provision merchants, who stated that his firm had 35
received butter from New Zealand in boxes marked "Milkmaid Brand" for 10
or 12 years. [Hughes, !{.C., stated that the people in New Zealand had given an
undertaking to discontinue this, and subsequently put in a letter to this effect.]
R. lVaterhouse, secretary to the Willows Refriqeratinq Compare], who orna
mented, tiled, and fitted up dairies, and said that the figure of. a milkmaid was 40
a popular ornament; O. A. Jung, colour printers' agent, who ordered the
preparation of the poster, receiving instructions about the end of June 1901 ; A. W.
Branson, manager of one of the Defendants' shops, being the first one to which
F. A. S. Gwatlcin went; A. Smart, trade valuer and expert; O. H. Ed'llJards,
who was employed by the Defendants at the shop to which the witness Lovelock 45
went, and who said that he stated it was" Milk Blended Butter"; A. Frost,
managing director of the Dairy Outfit Oornpany.

Walter summed up the Defendants' case.-The Plaintiffs have no reputation
for butter under the figure of a milkmaid, or the word "Milkmaid," and no
case of passing-off has been made out. The, Plaintiffs have only a small retail 50
business in butter; the Defendants, however, have a very large one. There is
no evidence of anyone buying the Defendants' butter thinking that it was the
Plaintiffs'. As to the persons sent to ask for '" Milkmaid Butter" at the
Defendants' shops, the shopmen may well have thought, under the circumstances,
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that milk-made butter was meant. No independent witness called had
e'ver heard of "Milkmaid Butter." The Plaintiffs are really relying on their
reputation as condensed milk merchants. Reputation is the very essence of
passing-off. The Defendants put their name prominently, and the origin of

!) their use of the poster has been proved. As to Trade Mark, there is no
infringement as to No. 15,920. There has been no trade in butter under this
mark and therefore the Plaintiffs cannot sue" for infringement of it (Harqreaoes
v, Freeman, ~ R.P.C. 237; L.R. 1891 3 Ch. D. 39), and there is no infringe
ment in fact of either this mark or of No. 238,790. No. 15,920 is wrongly

10 registered as to butter, for at the date of registration there was no trade in
butter, nor any present intention of introducing butter. When the Plaintiffs
first formed the intention of trading in butter in this country a milkmaid was
common for butter, and being common when the second mark was registered
that registration is bad, for there could be no distinctiveness. The Plaintiffs

15 never had, until1~97, any intention to use any mark on butter, and there was
no actual use of any mark until 1901, and then only of No. 238,790; therefore
No. 15,920 must be struck off as to butter. The registration of No. 238,790
shows that the Plaintiffs did not mean to stand on the old registration.
[/:;ebast1~arL-No. 238,790 may have been registered with a view to foreign

20 registration.] Besides there is no infringement in fact of either mark. There is
no possibility of mistaking the Defendants' shop picture for either of the
Plaintiffs' Trade Marks, and the Defendants do not use the words" Milkmaid
"Brand." Even if there were similarity there has' been no such user by the
Defendants as to constitute infringement. [The evidence as to a milkmaid

25 being common for butter was then referred to.]
Parker, for the Comptroller.-As it is not asked to strike off the mark

altogether, the Order, if granted, should be so worded as to limit the goods to
"substances used as food or ingredients in food other than butter." As to
Trade Mark No. 15,920, there were no provisions for disclaimer in the Trade

30 Marks Registration Act, 1875, and the words "~filkmaid Brand" would be
added matter, and they would not be protected; the only essential particular
would be the figure. As to the Trade Mark No. 238,790, the -Oornptroller
considered that the words -, Milkmaid Brand" would only be descriptive by, a
mis-spelling. [JOYCE, (f.-What is the practice as to the word" Brand" ?]

35 "Brand" alone has no reference to the character or quality of the goods. The
point as to whether" Milkmaid" is in common use in the trade is of importance,
as a list is kept in the Patent Office of words and marks in common use in the
different trades.

Neville, K.O., in reply.-On the Act of 1875 there is no difficulty, for there is
110 in No. 15,92) a distinctive device. [JOYCE, J.-Subject to the point as to its

being common.] The presumption is that it was not cornmon at the date of
that registration. The Plaintiffs could then register the device with added
words. No such evidence has been given of a milkmaid being common as to
prevail against the presumption arising from registration after advertisement.

45 Therefore, subject to anything decided in Edwards v. Dennis and Batt's Trade
Mark, No. 15,920 is a good mark. The latter case was decided by the House of
Lords on the facts found by Romer, J., including the finding that that was no
bona fide intention to use the mark for any of the goods in Class 42 for which it
was registered. Here the Plaintiffs were actually at the date of registration

50 dealers in butter, although only abroad. Did they lose their rights merely by
not putting the goods on the English market for some years? Further, the
Defendants did not begin to use a milkmaid in connection with butter until
after the Plaintiffs' mark was actually on the market. The original registration
was good, and nothing has made it bad or could do so. User is not essential,
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but one must not capriciously register marks in classes with which one has no
concern. Then, as to infringement and passing-off, it is said that the Plaintiffs
have no general reputation as butter merchants. But their case is that the
" Milkmaid Brand" is very well known in connection with condensed milk,
and that, the Plaintiffs being so widely known for milk, when an allied 5
substance, a dairy product, is put on the market in connection with a milkmaid,
people would think that it was the Plaintiffs' article. The" Ship Brand" case
(Price's Patent Candle Oompany, Ld. v. Jeyes' Sanitarp Compounds Company,
Ld., 19 R.P.C. 17) was very similar. There is in this case a much closer
connection between the trades than there was in Eastman/ Photographic 10
Materials Companu, Ld. v. John Griffiths Cycle Corporation, Ld. (15 R.P.C.
105). Again, the use by the Defendants on posters and handbills is sufficiently
in connection with the sale of the goods to constitute infringement; the object
is to identify the Defendants' with the" Milkrnaid." It is not used for mere
ornamentation. The evidence of user by others is very slight, and there is no 15
other user of "Brand." The Plaintiffs do not object to mere ornamentation,
even on pats of butter; but such user is not generally to indicate the seller of the
goods. The true test as to infringement is whether the user is in connection
with the sale of the goods, and not whether it is user as a Trade Mark (Addley
Bourne v. Sioan and Edgar, Ld., ante, page 70;); L.R. (1903) 1 C.D.211). If 20
the Plaintiffs are right on the Trade Mark No. 15,920 the later mark is not
necessary to their case; but if not, then it is submitted that there has been no
other user of a milkmaid as a. brand, and that the registration of No. 238,790
was good. The Plaintiffs ask for 40s. damages.

Bousfield; K.C.-The Eastman case was principally a trade-name case, but 25
there was also an attempt by the Defendants to maintain the recent registration
of a new mark, which was likely to cause confusion. Here the Defendants are
not seeking to register or to call their Company MilkJnaid Dairu Oompany, or
anything of that kind. The judgment of Farwell, J., in Addley Bourne's case
does not fully go to the extent of the head-note as to infringement in the Law 30
Reports. The question was substantially one of passing-off, and the judgment
is really in our favour here.

Judgment was reserved, and delivered on the 28th of May 1903.
JOYCE, J.-The claim of the Plaintiffs is two-fold, It is a combination of

an action for an alleged infringement of Trade Marks with an action in respect 35
of alleged passing-off by the Defendants of .their goods as being the goods or
the merchandise of the Plaintiffs. 'I'he only goods really in question consist
of butter. The Statement of Claim puts first the case as to passing-off, and
asks for an injunction, the terms of which I need not read, and then it asks to
restrain the Defendants from in any manner infringing the Plaintiffs' registered 40
Trade Marks, mentioning five, but the only Trade Marks really in question are
a Trade J\tlark of 187~, No. 15,920, and a Trade Mark of 1901, No. 238,790. As
to the relative importance of the two claims, the Plaintiffs in argument put
first their claim in respect of alleged infringement of Trade Mark, and say,
that, if not successful as to that, then they ask for an injunction in respect 45
of the passing-off and 40s. damages. 'I'here is a notice of motion by the
Defendants as to the two Trade Marks I have mentioned, asking that they may
be removed from the Register, or alternatively, which was' the claim insisted
upon, that there may be inserted tlierein a disclaiming note, limiting the claim
in respect of such marks to substances other than butter. The Plaintiffs, who 50
have long carried on a trade in condensed milk never contemplated the sale of
butter in this country at all before the years 1896 or 1897. They did not
actually engage in any such trade until May 1901, from which date they have
had a small local, but gradually increasing, retail trade in the neighbourhood of
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Kensal Road, and, as I understand, they do not supply butter wholesale, or in
any other neighbourhood. 'I'he total average amount of the business now done
is under 1,000l. sterling, per annum, and at the present time they say that such
trade has not produced any profit.

5 The Defendants for a considerable period have carried on an extensive trade
in butter in this country, having 200 shops in various parts of the kingdom, and
their annual sale of butter is a little under 400,000l. sterling per annum. In
1901 the Defendants began to use in various ways in connection with their
business a picture or drawing of a lady, said to be a well-known actress, repre-

10 sented in the costume of a milkmaid or dairymaid, whichever you may please
to call it, having a milking stool in one hand and a milk pail in the-other, The
drawing was produced by an artist and supplied on the 5th of Jul3T 1901 to the
Defendants in compliance with an order given some two or three weeks
previously.

15 It is more convenient I think, to deal first. with the claim in respect of the
alleged passing-off of the Defendants' butter for that of the Plaintiffs. The
result of the evidence upon this is, in my opinion, to show that there has not
been any fraud or mala fides on the part of the Defendants. There is no
complaint of anything except the user, such as it has been, by the Defendants of

20 their picture or figure of a milkmaid, This was in no way copied or imitated from
the Plaintiffs, and I find as a fact that there has not been any endeavour, inten
tion, or desire on the part of the Defendants to pass off their butter as being of
the .Plaintiffs' manufacture or merchandise, or to represent their business as
being in any sense that of the Plaintiffs' or in any way connected therewith.

25 There has not been any case of actual deception, nor, in my opinion, have the
Defendants carried on their trade in such a manner as to be calculated to deceive
or mislead anybody. Further, if there might otherwise have been any possi
bility of deception, they have always in my opinion sufficiently distinguished
their butter from that of the Plaintiffs. Therefore it follows that the action, so

30 far as it relates to the passing-off, must be dismissed.
Now as to the Trade Marks, No. 15,920 was applied for on the 17th December

1878, and registered as of that date in Class 42 in respect of substances used as
food or as ingredients in food, except condensed milk, coffee and milk,
chocolate and milk, and essence of coffee. Class 42 includes all substances

35 used as food or as ingredients in food, and the specimen illustrations given are
of a very diverse character. They include, "cereals, pulses, olive oil, hops,
" malt, dried fruits, tea, sago, salt, sugar, preserved meats, confectionery, oil
." cakes, pickles, vinegar, beer clarifiers." That does not of course exhaust
them. The constituents of the Plaintiffs' mark taking the description from

40 the application is " A representation of a Swiss milkmaid holding a pail in one
" hand and with the other hand supporting another pail on her head; above the
" figure are the words' Milkmaid Brand.'" Under the Act of 1875, the mark being
applied for as a new mark, the words" Milkmaid Brand" are mere added words,
and therefore probably no right to their exclusive use was obtained by this

45 registration. .A..8 already stated, the Plaintiffs had no trade in butter in this
country until the year 1901, and, upon that evidence, it appears to me that
there was no real intention on their part to use this mark for any of the articles
for which it was registered, or, at all events, not for butter. -As I understand
th.is mark was not only not used for any of the articles for which it was regis-

50 tered within five years from the registration, but it appears to me that the mark
has never in fact been so used to this day. Indeed, instead of making use of
their mark, the Plaintiffs, for reasons tolerably obvious, contemporaneously with
the commencement of their butter trade in this country in 1901, namely, on
the 12th of June of that year, applied for the registration of No. 238,790, being
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the representation of a milkmaid, with the words" Milkmaid Brand" in Class
42 in respect of "substances used as food or as ingredients in food," without any
exception. There are manifest and material differences between this mark and
that of 1878, and such differences were, I doubt not, advisedly made. The
application was not advertised until the 17th of July 1901. The Plaintiffs 5
succeeded in getting this mark placed on the Register on the 26th of August
following and without any disclaimer of the words "Milkmaid Brand." Thi13
is the mark-not that of 1878-which the Plaintiffs have used and are using for
their butter trade in this country. There is some uncontradicted evidence that,
at and prior to the registration of the mark of 1878, the device or figure of a 10
milkmaid or dairymaid in connection with the manufacture and sale of butter
was common and well known. Personally, I have no doubt that if the matter
were thoroughly investigated this device would prove to have been in common
use and open to the trade even in 1878. But, at all events, upon the evidence
before me I can come to no other conclusion than that the device or represen- 15
tationQ.f~,~~ .mi~k~a~~ or dairymaid '\V~~ common. and .op~n ,.tg the t~ade in
conIlecti?~'Yrtli'··15i.ltter'iifandprior to the registration of the markN0'.238,790 in
1901. Consequently that device could not then be properly registered in respect

"'0£ butter, whatever may be the case in respect of other products in Class 42. It
follows, therefore, that the registration of this mark of 1901 must be restricted 20
so as to exclude butter from the goods in respect of which it stands on the
Register.

So, also, having regard to the case of Edioarde v. Dennis (I..J.R. 300hancery
Division, page 451), and Re Batt (L.R. ] 898, 2 Chancery, page 4::12, and 1899,
Appeal Oases, page 428), and Re Hart (19 Patent Office Reports, page 569; see 25
also Hargreaves v. Freeman, I.J.R. 1891, 3 Chancery, page 39),~j: I hold that, under
the circumstances, the mark of 1878, No. 15,920, must be either struck off the
Register altogether, as indeed I think it 'ought probably to be, or, at all events,

~~;:t~r~~st~tT:~~~~~:~o:~~TIih1r!f9~i~tf,nu~~~~~;s~r;~~~c~~t t~~~~:~~~ 30
whether there has in fact been any actual infringement by the Defendants of
either of these two marks I have mentioned. The result is that the action must
be dismissed; the Register rectified in the manner I have mentioned, and the
Plaintiffs must pay the costs of the Defendants and of the Oomptroller.

Sebast'ian.-I understand your Lordship to say that you give the Plaintiffs 35
the option, in the case of the earlier mark, either to take it off altogether, or
exclude butte1\: '

JOYCE, J.~J you like to take it off altogether you can. I think it ought to
go off.

Sebastia'n.-At all events, your Lordship only makes an Order to limit it, but 40
the Plaintiffs may take it off if they like?

JOYCE, J.--Yes.

oK- 8 R,P.C. 237.
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